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O fice 113 (COdette Bonnet, Managing Attorney).?

Bef ore Seeherman, Qui nn and Catal do, Administrative
Trademar k Judges.

Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Real Estate USA, Inc. has appealed fromthe fina

refusal of the Trademark Exam ning Attorney to register the

mar k shown bel ow for “real estate agency services.”?

! This Examining Attorney did not examine the application. It

appears that the application was assigned to himat the point
that the appeal brief was to be prepared.

2 PMpplication Serial No. 78408332, filed April 26, 2004 and
asserting first use and first use in comerce as early as
Cctober 17, 2003.
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Appl i cant has discl ai ned the words REAL ESTATE USA
Applicant has described its mark as foll ows:

The mark consists of Applicant’s mark
conprises [sic] the outline of a house
wth a five-pointed star cut out of its
m ddl e portion. The five-pointed star
cutout is then disposed bel ow t he house
between the letters RE and USA

Curvi ng banners rem niscent of the
stripes of the Untied States flag
extend outwardly fromthe house to the
right and finally, the disclained words
REAL ESTATE USA are positioned bel ow
the entire design.?

o
==
'

w

Real Estate USA

3 Applicant filed a request for reconsideration which included

t he proposed description set forth above, as well as a substitute
drawing in order to conply with the Exami ning Attorney’s

requi renment for a drawi ng showing a clear rendering of the mark.
Al t hough the file does not reveal an O fice action addressing the
request for reconsideration, Ofice records show that the
substitute drawing and the anended description of the mark have
been entered. Further, the Exam ning Attorney did not address
either the description of the mark or the drawing in his brief.
Accordingly, it appears that, although a formal O fice action was
not issued, the Exanining Attorney accepted these anendnents and
mai nt ai ned the refusal of registration based on Section 2(d) of

t he Act.
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Regi strati on has been refused pursuant to Section 2(d)
of the Trademark Act, 15 U.S.C. 1052(d), on the ground that
applicant’s mark so resenbles the mark shown below, wth
the words REAL ESTATE and USA di scl ai med, previously
regi stered for “real estate agencies,”* that, as used in
connection with applicant’s identified services, it is
likely to cause confusion or mstake or to deceive. The
registration includes the follow ng description of the
mar Kk:

A half star with “USA’” next to it and a
stripe above the star with real estate

[sic, should be “Real Estate”] above
t he stri pe.

Real Estate

X Usa

The appeal has been fully briefed. Applicant did not
request an oral hearing.

We reverse the refusal of registration.

Before turning to the substantive ground for refusal,

we note that the Exam ning Attorney has objected to the

* Registration No. 2569116, issued May 15, 2002.



Ser No. 78408332

three exhibits submtted by applicant with its appeal

brief. Exhibit 2 consists of listings of marks taken from
t he USPTO TESS dat abase, and Exhibit 3 consists of a search
summary retrieved by the Google search engine. W agree
with the Exam ning Attorney that these exhibits are

mani festly untinely, and they have not been consi dered.

See Trademark Rule 2.142(d) (the record in the application
shoul d be conplete prior to the filing of an appeal).

Exhi bit A, however, consists of the conplete listing for
“RE’ taken fromthe website Acronym Fi nder

(www. acronynfinder.com. The Exam ning Attorney had,
during the course of exam nation, submtted one page from
this source which Iisted 20 possi bl e nmeani ngs of “RE.”
Applicant has submtted, as Exhibit A all of the meanings
(58) provided by this sanme source for the two letters.
Wil e, as noted, Trademark Rule 2.142(d) normally precludes
t he introduction of additional evidence with an appeal
brief, here the Exam ning Attorney had previously nmade an
excerpt of listings for “RE” of record. As the Court
stated in In re Bed & Breakfast Registry, 791 F.2d 157, 229
USPQ 818, 820 (Fed. Cir. 1986), in which the Exam ning
Attorney had submtted excerpts of newspaper articles
during exam nation, and the applicant sought to submt

addi ti onal excerpts fromthe sanme articles with its brief,
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“By citing only a portion of an article, that portion is
not thereby insulated fromthe context from whence it
canme.” Accordingly, Exhibit A has been consi der ed.

This brings us to the substantive i ssue on appeal:
whet her applicant’s use of its applied-for mark for real
estate agency services is likely to cause confusion with
the cited mark for real estate agencies. Qur determ nation
of this issue is based on an analysis of all of the
probative facts in evidence that are relevant to the
factors set forth inInre E. |I. du Pont de Nenoburs & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In re
Maj estic Distilling Conpany, Inc., 315 F. 3d 1311, 65 USPQd
1201 (Fed. Gr. 2003). In any likelihood of confusion
anal ysis, two key considerations are the simlarities
between the marks and the simlarities between the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See
also, Inre D xie Restaurants Inc., 105 F.3d 1405, 41
USPQ2d 1531 (Fed. Cir. 1997).

There is no dispute that applicant’s and the
registrant’s identified services are |legally identical.
Bot h applicant and the Exam ning Attorney have directed
their argunents largely to whether the marks are simlar or

dissimlar. The Exam ning Attorney, in asserting that the



Ser No. 78408332

marks are sufficiently simlar such that confusion is
i kely, has correctly set forth a nunber of |ega
princi pl es:

When mar ks woul d appear on virtually

i dentical goods or services, the degree
of simlarity necessary to support a
conclusion of |ikely confusion
declines. Century 21 Real Estate Corp.
v. Century Life of America, 970 F.2d
874, 23 USPQ2d 1698, 1700 (Fed. Cir
1992).

In articulating reasons for reaching a
conclusion on the issue of likelihood
of confusion, there is nothing inproper
in stating that, for rational reasons,
nmore or | ess weight has been given to a
particul ar feature of a mark, provided
the ultimte conclusion rests on a
consideration of the marks in their
entireties. In re National Data Corp.
753 F.2d 1056, 224 USPQ 749, 751 (Fed.
Cr. 1985).

If a mark conprises both a word and a
design, then the word is normally
accorded greater weight because it
woul d be used by purchasers to request

the goods or services. In re Appetito
Provi sions Co., 3 USPQRd 1553 (TTAB
1987) .

I n determ ni ng whether marks are
simlar, the focus is on the
recol |l ection of the average purchaser,
who normal ly retains a general rather
than a specific inpression of
trademarks. Chenetron Corp. v. Morris
Coupling & Canp Co., 203 USPQ 537
(TTAB 1979).

It is in the application of these principles to the

present situation that we take issue with the Exam ning
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Attorney’s position. The Exam ning Attorney asserts that
“applicant has incorporated the entirety of the literal
portion of the registrant’s mark, “REAL ESTATE USA,” into
its owmn mark, rendering it confusingly simlar to the
registered mark.” Brief, p. 4. Thus, the basis of the
Exam ning Attorney’s conclusion that the marks are
confusingly simlar is that both contain the words REAL
ESTATE USA, even though these words are descriptive and
exclusive rights to use them were discl ai ned by both
applicant and the registrant.

The Exam ning Attorney has asserted that the dom nant
el ement of the registered mark i s REAL ESTATE USA, despite
recogni zing that these words have been disclained and al so
recogni zing that disclainmed matter is normally |ess
significant or less domnant. The Exam ning Attorney al so
asserts that the additional elenents in applicant’s nmark,

t he design feature and the REUSA, are not sufficient to
di stinguish applicant’s mark fromthe regi strant’s.

The primary difficulty we have with the Exam ni ng
Attorney’s position is that it gives too nmuch weight to the
presence in applicant’s mark of the words REAL ESTATE USA.
As the Exam ning Attorney recognized in requiring applicant
to disclaimexclusive rights to these words, “it nerely

descri bes the nature of the services provided, nanmely rea
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estate agency services provided in the United States of
Aneri ca. The wording USA is nerely geographically
descriptive of the location of where the applicant’s
services are provided.” Ofice action nmailed Novenber 24,
2004. Because these words are descriptive, consuners wl|
| ook to other elenents in applicant’s mark to indicate the
source of the services. And the other elenments are

prom nently displayed. The mark includes a design el enent
show ng a house on curved striped lines rem niscent of a
flag, and the letters REUSA, in which a star design is
superinposed on the letters to visually separate RE from
USA. The star design on these letters al so appears to have
been renoved fromthe house design. The design el enent of
the mark and the REUSA portion are each shown in |arger

si ze than the words REAL ESTATE USA, and the commerci al
inpression is that REAL ESTATE USA is nerely a descriptive
term indicating the services offered under the REUSA and
House/ Banner design mark. It is the latter elenents that
are the dom nant portion of the mark.

In the cited mark, the words REAL ESTATE are the only
l[iteral portions. However, these words are clearly
descriptive, and they have been disclained. W cannot
consider, as used in this mark, that the words REAL ESTATE

USA are the dom nant portion of the mark. Rather, they
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must be viewed as helping to create the overall appearance
of the mark, with both the words and the design el enent
havi ng weight. Visually, applicant’s mark differs
significantly fromthe registered mark. In the cited mark,
the words REAL ESTATE are shown separately from USA, on a
different |line separated by an actual |ine design, and with
REAL ESTATE appearing in both capital and | ower case
letters, while USAis in all capital letters. Wile there
is a partial star design in the registered mark, this half
star has a very different | ook fromthe conplete and
“nmoved” star in applicant’s mark. No one view ng the two
mar ks woul d consi der applicant to have sinply appropriated
the registered mark and added matter to it. On the
contrary, visually they appear as two separate nmarks, and

they convey very different commercial inpressions.

Phonetically, obviously the cited mark wll be
pronounced as “Real Estate USA,” and to the extent that the
words “Real Estate USA” in applicant’s mark will be
pronounced, the phrase will be pronounced identically. But

applicant’s mark also has the letters REUSA, and whet her

they are pronounced as “R-E-U-S-A” or run together as “RE-
U SA,” these letters result in the marks bei ng pronounced
differently. Further, because as used in applicant’s mark

t he words REAL ESTATE USA are used in a descriptive manner,
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and REUSA is shown nuch nore promnently, it is likely that
the REUSA portion will be articul ated when referring to
applicant’s mark, while the descriptive phrase REAL ESTATE
USA may not be said at all. More inportantly, applicant
has explained that it is the visual aspect of the marks
that are likely to have nore inportance in the sale of rea
estate, where the marks are seen on “For Sale” signs in
front of properties. Thus, any simlarity in pronunciation
takes on |l ess significance in our consideration of the
simlarities of the marks.

W agree with the Exam ning Attorney that the
connotation of the marks are simlar to the extent that
both refer to REAL ESTATE USA, and the curved stripes and
the star design in applicant’s mark, and the half star in
the cited mark, suggest synbols of the United States fl ag.
However, we do not agree that REUSA in applicant’s mark
woul d necessarily be seen as an abbreviation for “Real
Estate USA.” W acknow edge that the Acronym Finder lists
RE as an abbreviation for “REAL ESTATE’ but, as the letters
appear in applicant’s mark, we think that consuners are not
likely to imediately recogni ze REUSA as being the sane as
“Real Estate USA.” Hence, we do not think that the marks
convey the sane neaning. Mreover, even if the marks were

considered to be the sane on the connotation aspect of the

10
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“sight, sound, neaning trilogy,” simlarity of connotation
alone is generally not a sufficient basis on which to find
i keli hood of confusion when the neaning is highly
suggestive or descriptive. See In re Haddock, 181 USPQ
796(TTAB 1974) and cases cited therein. Thus, even if we
were to find that applicant’s mark, in its entirety, meant
REAL ESTATE USA, the simlarity in connotation of this
descriptive term does not conpel a finding that the nmarks
are confusingly simlar.

The Exam ning Attorney has argued that, even if the
registered mark i s considered a “weak” mark, “such marks
are still entitled to protection against registration by a
subsequent user of the sane or simlar marks for the sane
or closely related goods or services.” Brief, p. 6.
However, the question is whether applicant’s mark is
sufficiently simlar. The degree of protection to be
accorded the registered mark is circunscribed by its
weakness. Therefore, since the registered mark consists of
descriptive wording that is displayed in a particular
manner, another mark woul d have to be virtually identical
not only in the words but in their display to fall within
the registration’s scope of protection. Here, the only
el enment that is the sane in applicant’s mark is the phrase

REAL ESTATE USA. These words, as stated above, are nerely

11
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descriptive and were disclained by the registrant. To
treat applicant’s mark as “the sanme or simlar” to the
registered mark nerely on the basis of these words would to
give the cited registration a nuch greater scope of
protection than it is entitled to have.

We al so take issue with the Exam ning Attorney’s
reliance on those cases which found that “the nere addition
of atermto a registered mark does not obviate the
simlarity between the marks nor does it overcone a
I'i kelihood of confusion under Section 2(d).” Brief, p. 6.
Appl i cant has not nerely added a termto the registrant’s
mark; rather, it has sinply used a descriptive phrase in
its mark that is also present in the registrant’s mark
Registrant’s mark is not REAL ESTATE USA per se; it is REAL
ESTATE USA used as part of a design mark. |In fact, the
design portion of the registrant’s mark and the manner in
whi ch the words are displayed nust be considered a
significant part of the mark, since the disclainmer of REAL
ESTATE USA indicates that if the registrant had sought to
register sinply the words al one, such an application would
have been rejected.

Moreover, there are exceptions to the principle which
the Exam ning Attorney has set forth. An addition of a

termto another’s mark may avoid confusion if the marks

12
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have different neani ngs or convey different conmerci al

i npressions. See, for exanple, Colgate-Pal nolive Conpany
v. Carter-Wallace, Inc., 167 USPQ 529 (CCPA 1970) ( PEAK

PERI OD for personal deodorants not |likely to cause
confusion with PEAK for dentifrice); Lever Brothers Conpany
v. The Barcol ene Conpany, 463 F.2d 1107, 174 USPQ 392 (CCPA
1972 (ALL CLEAR for household cleaner not |likely to cause
confusion with ALL for sane goods).

Secondly, the addition of a termmay avoid confusion
if the initial mark is highly suggestive. For exanple,
although it is a general rule that the addition of a trade
name or house mark to one of two ot herw se confusingly
simlar marks will not serve to avoid a |ikelihood of
confusion between them there is an exception when the
"product mark" of an applicant is in fact nerely
descriptive of the applicant's goods or services and as
such woul d not be regarded by those who are in the market
for such goods or services as an indication of the source
thereof. Inre C F. Hathaway Conpany, 190 USPQ 343 (TTAB
1976). Here, of course, there is no question that the term
in the registered mark that is also used by applicant is
nmerely descriptive; in addition, the manner in which it is

used in applicant’s mark is as a descriptive termfor

13
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applicant’s services, and consuners woul d therefore not
regard it as an indication of the source of those services.

Al t hough applicant and the Exam ning Attorney have
confined their argunents to the du Pont factors of
simlarity/dissimlarity of the marks and the services, we
al so think one additional factor is applicable, nanely, the
conditions of purchase. Wile the consuners of real estate
agency services are the general public, they are purchasers
or sellers of hones. Because hones are a mmjor investnent
for nost people, the decision to choose a real estate agent
is not likely to be made without care. Because of the
clearly descriptive significance of the words REAL ESTATE
USA, consuners are not likely to assunme that all marks that
contain these words would indicate a single source for the
services or, put another way, sinply because these words
are found in two marks, consumers will not believe that the
mar ks represent a common source on this basis al one.

Deci sion: The refusal of registration is reversed.
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